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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of lime may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timery filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 31 March 2000 . 
2a)Q This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) S Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E1 Claim(s) 1^6 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

aOAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Artachment(s) 



1) M Notice of References Cited (PTO-892) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) El Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . 



4) EH Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-6 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
The claimed inventions are deemed non-statutory for the 
following reasons. 

2.1 Claims not within technological art. 

The invention as recited in the claims is merely an abstract idea that 
is not within the technological arts. Mere ideas in the abstract (i.e., 
abstract idea, law of nature, natural phenomena) that do not apply, involve, 
use, or advance the technological arts fail to promote the "progress of 
science and the useful arts" {i.e., the physical sciences as opposed to 
social sciences, for example) and therefore are found to be non-statutory 
subject matter. In the instance case, none of the aforementioned claims are 
recited as within technological art such as being carried out on a computer 
system. Claims 1-6 are accordingly rejected under 35 U.S.C. 101 as being non- 
statutory subject matter. 

2.2 Claims not limited to practical application. 

A second requirement for a claimed to be statutory under 35 U.S.C. 101 
is that the claimed invention as a whole must accomplish a practical 
application. That is, it must produce a ^useful, concrete and tangible 
result." State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. The purpose of 
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this requirement is to limit patent protection to inventions that possess a 
certain level of "real world" value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply a starting 
point for future investigation or research (Brenner v. Manson, 383 U.S. 519, 
528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, F.2d 1197, 1200-03, 26 
USPQ2d 1600, 1603-06 (Fed. Cir. 1993)}. Accordingly, a complete disclosure 
should contain some indication of the practical application for the claimed 
invention, i.e., why the applicant believes the claimed invention is useful. 
Apart from the utility requirement of 35 U.S.C. 101, usefulness under the 
patent eligibility standard requires significant functionality to be present 
to satisfy the useful result aspect of the practical application requirement. 
See Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at 1036. Merely claiming 
nonfunctional descriptive material stored in a computer-readable medium does 
not make the invention eligible for patenting. For example, a claim directed 
to a word processing file stored on a disk may satisfy the utility 
requirement of 35 U.S.C. 101 since the information stored may have some "real 
world" value. However, the mere fact that the claim may satisfy the utility 
requirement of 35 U.S.C. 101 does not mean that a useful result is achieved 
under the practical application requirement. The claimed invention as a whole 
must produce a "useful, concrete and tangible" result to have a practical 
application. 

Assuming that the claimed invention is carried out on a computer (i.e. 
rendering the claimed invention in the technological art) , it is asserted 
that the Subject Matter as claimed fails produce a "useful, concrete and 
tangible result." 
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The claimed invention (s) relate to Business Methods for using a 
computer for optimizing market and institutional risks in foreign currency 
exchange hedging, as per the objective recited in the preamble. 

Claim 1: recites abstract idea "using the VaR calculator and the 
optimization procedure.." and "choosing trade-offs../'. However, the claim 
fails to provide any practical application of the abstract idea. The claim 
recites that a trade-offs between institutional risk and market risk of 
losses is chosen. Note that, even if the claim recites limitations of 
determining the institutional risk and market risk in some quantitative 
manner , mere choosing trade-offs as claimed fails to produce a concrete and 
tangible result. 

Note that this exemplary analysis also applies to all method claims 1- 
6. The applicant is required to thoroughly review all claims in light of this 
analysis and take appropriate corrective action. 

In conclusion, claims 1-6 are rejected as being directed to anon- 
statutory subject matter under 35 U.S.C. 101. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

4. Claims 1-6 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 
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Claim 1 is discussed as exemplary claim. Other claims also contain this 
deficiency. 

Claim 1 recites in preamble the objective of the claimed invention as 
"optimizing market and institutional risks in foreign currency exchange 
hedging" . However, the claim as recited fails to recite any limitation that . 
recites risks determination pertinent to market risks and institutional risks 
much less at least a limitation that optimizes market and institutional 
risks . 

Claim l,futher fails to recite relationship of the "choosing trade- 
offs" step to other steps of the claim. For example, as claimed no 
relationship is defined between limitation "using the VaR calculator and the 
optimization procedure to determine an efficient frontier line" and the 
"choosing" step. This lack of interrelationship of limitation renders the 
claim indefinite. 

Claim 1, also is indefinite because the limitation "using" does not 
convey to one of ordinary skill in the art, in what specific manner the VaR 
calculator and the (determined) optimization procedure will be used so as to 
determine an efficient frontier line. Therefore, application of language term 
"using" renders the claim indefinite. 

In order to correct this deficiency the claim must recite the specific 
steps used to determine an efficient frontier line indicating specific manner 
in which the selected VaR calculator in combination with the optimization 
procedure which has been determined. Furthermore a correlation must be made 
between the efficient frontier line and trade-off step as recited in claim 1. 
5 . As previously stated all claims include similar deficiencies are 
accordingly rejected as being indefinite and failing to particularly point 
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out and distinctly claim the subject matter which applicant regards as the 
invention. 



pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Jagdish Patel whose telephone number 
is (703) 308-7837. The examiner can normally be reached Monday-Thursday from 
8:00 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Vincent Millin, can be reached at (703) 308-1038. The 
fax number for Formal or Official faxes to Technology Center 3600 is (703) 
305-7687. Draft faxes may be submitted directly to the examiner at (703) 
746-5563. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number is (703) 308-1113 or 308-1114. Address for hand delivery is 2451 
Crystal Drive, Crystal Park 5, 7 th Floor, Alexandria VA 22202. 



Conclusion 



6. 



The prior art made of record and not relied upon is considered 




{Examiner, AU 3624) 



6/4/03 



